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DETAILED ACTION 
Acknovtledgements 

1. This action is in response to communications filed 01/26/201 1. Claims 1, 3-17, 19-27 are 
currently pending. 

Response to Arguments 

2. Applicant's remarks filed 01/26/201 1 have been fully considered. 

3. Applicant's arguments in summary that Meyers does not teach or render obvious the 
limitation: "expanding the initial play list by recommending to the user additional content 
unrelated to preferences of the use". Meyers teaches that the content may be selected by the user, 
or that it may be selected by the web server (Meyers, col. 3:56-61). The selection by the web 
server is independent the user's preferences since the portion recites that the user may select 
preferences as to what content is desired, or the content type is selected by the web server. 
Further, Meyers discloses that algorithms are used for the selection of the content which are 
influenced by external triggers such as the time of day and other factors unrelated to user 
preference (see Meyers col. 4:63-67 to col. 5: 1-7.). Therefore the Examiner respectfully 
disagrees with the Apphcant. 

4. Upon application of a new reference, new grounds of rejection are presented below. 

Qaim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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6. Claim 17 is rejected under 35 USC 101 because the claimed invention is directed towards 
nonstatutory subject matter. 

7. The claim(s) are drawn towards a "machine accessible medium". Applying the broadest 
reasonable interpretation in Ught of the specification and taking into the account the meaning of 
the words in their ordinary usage as they would be understood by one of ordinary still in the art 
(MPEP 21 1 1), the claim as a whole covers both transitory and non-transitory media. A transitory 
media does not fall into any of the four statutory categories of invention. The Examiner suggests 
including a recitation of a "non-transitory machine accessible medium". 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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10. Claims 1, 3-5, 7-9, 11-15, 17, 19-21, 23-25, 27 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over U.S. 2002/0052933 to Leonhard et al (hereinafter Leonhard) in view of 
U.S. 7,496,947 to Meyers. 

Regarding claims 1, 8, 17, 24, Leonhard discloses a method comprising: 
creating a play list (Leonhard, see fig. 10, list of songs created by adding songs to project 
playlist according to user search results. See [0214] .); 

submitting the play list to a multimedia content provider through the network (Leonhard, 
see fig. 11, list of songs is submitted to the server. See fig. 12, current project comprising hst of 
songs. See [0222].), 

wherein the multimedia content provider gathers multimedia content specified in the play 
list (Leonhard, fig. 12, list of songs specified in the project are gathered and presented.); 

downloading the multimedia content to a multimedia content cache (Leonhard, fig. 12, 
multimedia content presented for download to client. [0217] , music file downloaded to client 
storage. See also [0225].); 

wherein creating the playlist comprises: creating an initial play list based on at least one 
of the following: specifications by the user, a play list pre-defined by the user (Leonard, fig. 10, 
12, user selected playlist of songs.), and a play list pre-determined by the multimedia content 
provider. 

Leonhard discloses downloading to a client but does not explicitly that the client is a 
portable device, however, Meyers discloses downloading multimedia content to a portable 
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device (Meyers, abstract, content is downloaded to a portable device such as an MP3 player or 
mobile phone. See also, col. 2: 15-24.). 

Leonhard further fails to teach, but Meyers teaches: 

playing the multimedia content on the portable device (Meyers, col. 2:5-10, content 
played on the portable device.); 

occasionally connecting a portable device of a user to a network (Meyers, abstract, col. 
3:34-35, portable device is intermittently connected to the internet.); 

disconnecting the portable device from the network (Meyers, abstract, col. 3:34-35, 
portable device is intermittently connected to the internet.); 

recording feedback from the user about the multimedia content specified in the play list 
(Meyers, abstract, user data and preferences including ratings related to a custom broadcast 
(i.e. playlist) are uploaded from an intermittently connected mobile device such as an mp3 player 
or mobile phone. See also, col. 2: 15-24.), 

wherein the feedback is recorded on the portable device and the feedback comprises a 
plurality of ratings, each rating of the plurahty of ratings corresponding to a respective title of the 
multimedia content specified in the play list (Meyers, col. 2: 10-24, user ratings of content, col. 
5:40-46, user song ratings.); 

uploading the feedback from the portable device to the multimedia content provider when 
connected to the network (Meyers, feedback is uploaded from portable device. See also col. 
5:49-5^." "During the next connection between the device and the Web site, the user ranking is 
uploaded to the Web site... "), 
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wherein the multimedia content provider uses the plurality of ratings to provide 
recommended multimedia content to the user (Meyers, col. 4:25-30, ratings used to suggest 
content.); and 

selectively downloading the recommended multimedia content to the multimedia content 
cache in the portable device (Meyers, col. 3:60-67, preferences and rankings used to select 
content for download. See also abstract, "User data and preferences can also be uploaded to the 
Web site to influence the type of data that is downloaded. "). 

expanding the initial play list by recommending to the user additional content unrelated 
to preferences of the user (Meyers, col. 3:56-61, col. 4:64-67, col. 5: 1-7, col. 6:25-27, expansion 
of custom broadcast including content selections by server and according to algorithms 
unrelated to user preferences.); and 

refining the expanded initial play list based on the feedback (Meyers, abstract, col. 3:60- 

67.). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 

Regarding claim 3, 19, the combination of Leonhard and Meyers teaches the method 
of claim 2, wherein expanding the initial play list comprises cross-pollinating the initial play list 
using play lists of other users (Meyers, col. 4:26-30, cross-correlation of user 
ratings/preferences.) . 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 

Regarding claim 4, 9, 20, 25, the combination of Leonhard and Meyers teaches the 
method of claim 1, wherein the portable device comprises a computer (Meyers, abstract, MPS 
player or mobile phone. See also col. 3:20-25.) 

It would have been obvious to one of ordinary skiU in the art at the time of the invention 
to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 

Regarding claim 5, 21 the combination of Leonhard and Meyers teaches the method for 

claim 1, wherein playing the multimedia content comprises accessing the multimedia content and 
rendering the multimedia content to the user (Meyers, abstract, col. 2:5-10, content played on the 
portable device.). 

It would have been obvious to one of ordinary skiU in the art at the time of the invention 
to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 

Regarding claim 7, 23, the combination of Leonhard and Meyers teaches the method for 
claim 1, wherein the network comprises at least one of the following: a local area network, a 
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wide area network, the Internet, a terrestrial broadcast network, and a wireless network 
(Leonhard, fig. 1, internet.). 

Regarding claim 11, 27, the combination of Leonhard and Meyers teaches the method of 
claim 8, wherein the database comprises at least one of static and dynamic multimedia content 
(Leonhard, fig. 12, multimedia content. [0217], music file.). 

Regarding claim 12, Leonhard teaches a system comprising: 

a play list creator capable of creating a play list of multimedia files accepted and arranged 
by a user (Leonhard, see fig. 10, list of songs created by adding songs to project playfist 
according to user search results. See [0214] . See fig. 12, current project comprising list of 
songs.), 

Leonhard does not expressly disclose, but Meyers discloses: 

a user feedback uploading mechanism capable of recording feedback from the user on a 
portable device about the multimedia content specified in the play list, wherein the feedback is 
uploaded from the portable device to a multimedia content provider and the feedback comprises 
a plurahty of ratings (Meyers, abstract, user data and preferences including ratings related to a 
custom broadcast (i.e. playlist) are uploaded fi-om an intermittently connected mobile device 
such as an mp3 player or mobile phone. See also, col. 2: 15-24.), 

each rating of the plurality of ratings corresponding to a respective title of the multimedia 
content specified in the play list (Meyers, col. 2: 10-24, user ratings of content, col. 5:40-46, user 
song ratings.), and 
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a recommendation mechanism capable of using the plurality of ratings to provide 
recommended multimedia content to the user, wherein the multimedia content provider is 
capable of providing the multimedia files specified by the play list for a user to download 
(Meyers, col. 3:60-67.), and 

wherein the recommendation mechanism is further capable of recommending to the user 
additional content unrelated to preferences of the user (Meyers, col. 3:56-61, col. 4:64-67, col. 
5:1-7, col. 6:25-27.); 

a portable multimedia content cache capable of receiving the multimedia files through a 
network while occasionally connected and storing the multimedia files (Meyers, col. 3:60-67, 
preferences and rankings used to select content for download. See also abstract, "User data and 
preferences can also be uploaded to the Web site to influence the type of data that is 
downloaded. " See abstract, col. 3:34-35, intermittent connection.); and 

a portable multimedia content player capable of accessing and rendering the multimedia 
contents to the user (Meyers, see at least col. 2:5-19.). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 

Regarding claim 13, the combination of Leonhard and Meyers teaches the system of 
claim 12, wherein the play list creator further comprises: 

a play list generating mechanism capable of generating a play hst (Leonhard, see fig. 10, 
list of songs created by adding songs to project playlist according to user search results. See 
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[0214] . See fig. 12, current project comprising list of songs.); and a pre-determining mechanism 
capable of at least one of the following: receiving parameters specifying the user's preferences 
(Meyers, col. 2: 1-5, receiving user preferences.), loading a user pre-defined play list, and 
providing a number of play lists pre-determined by the multimedia content provider; 

and wherein the recommendation mechanism is further capable of expanding the play list 
by recommending additional multimedia files (Meyers, col. 3:56-61, col. 4:64-67, col. 5: 1-7, col. 
6:25-27.). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 

to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 

Regarding claim 14, the combination of Leonhard and Meyers teaches the system of 
claim 12, wherein the multimedia content provider comprises: 

a communication port; a multimedia content database (Meyers, abstract, fig.3.); 

a searching mechanism capable of searching the multimedia content database for 
multimedia files in the play list (Meyers, col. 3:60-67.); and 

a content processing mechanism capable of at least one of the following: packaging, 
encrypting, compressing, and encoding the multimedia files (Meyers, col. 1:46-52.). 

It would have been obvious to one of ordinary skiU in the art at the time of the invention 
to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 
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Regarding claim 15, the combination of Leonhard and Meyers teaches the system of 
claim 12, wherein the portable multimedia content cache comprises: 

a communication port; a receiving component capable of downloading and receiving the 
multimedia files from the multimedia content provider through a network (Meyers, col. 3:60-67, 

preferences and rankings used to select content for download. See also abstract, "User data and 
preferences can also be uploaded to the Web site to influence the type of data that is 
downloaded. "); and a storage component capable of storing the multimedia files (Meyers, col. 
1:46-52.). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 

11. Claims 6, 10, 16, 22, 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Leonhard in view of Meyers and further in view of U.S. 7,130,251 to Morohashi. 

Regarding claim 6, 10, 16, 22, 26, the combination of Leonhard and Meyers teaches the 
method for claim 5, a multimedia content rendering mechanism capable of rendering the 
multimedia files to a user (Meyers, abstract, MP3 player or mobile phone. See also, col. 2: 15- 
24.). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teachings of Leonhard and Meyers. The motivation to do so would be in order to 
provide targeted multimedia content for downloaded to a portable device (Meyers, col. 1:46-52.). 

Leonhard and Meyers do not expressly disclose, but Morohashi discloses: 
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wherein accessing the multimedia content comprises at least one of the following: 
unpacking, decrypting, decompressing, and decoding the multimedia content (Morohashi, col. 
1 1: 13-54, "In a playback operation, musical data compressed and encoded by the compression 
encoder 12 and then recorded and stored in the HDD 10 is read out from the HDD 10 and 
supplied to a compression decoder 21 by way of the bus 40. The compression decoder 21 
decodes and decompresses the compressed musical data.). 

It would have been obvious to one of ordinary skiU in the art at the time of the invention 
to combine Leonhard, Meyers, and Morohashi. The motivation to do so would be in order to 
facilitate the playback of compressed digital music data (Morohashi, col. 1 1: 13-34.). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RYAN J. JAKOVAC whose telephone number is (571)270-5003. 
The examiner can normally be reached on Monday through Friday, 7:30 am to 5:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on 571-272-3868. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ryan Jakovac/ 
Examiner, Art Unit 2445 



